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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a), In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



Specification 

The disclosure is objected to because of the following informalities: p. 14, line 10, a wr 
ting" should read as "writing". Appropriate correction is required. 



Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter or any new and useful improvement thereof, may obtain a patent 
therefore, subject to the conditions and requirements of this title. 

Claim 17 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. The claimed invention is a computer related invention. The Computer- 
Implemented Invention Guidelines issued by the U.S. Patent and Trademark Office describe the 
procedures for examining such inventions. The first step is to determine whether the invention 
as defined by the claims falls within one of the three following categories of unpatentable subject 
matter: (1) Functional descriptive material such as a data structure per se or a computer program 
per se, (2) Non-functional descriptive material such as music, literary works or pure data, 
embodied on a computer readable medium; or (3) A natural phenomenon such as energy or 
magnetism. The invention as defined by the claims is not a natural phenomenon or pure data, 
however, it is a "signal" representing computer program per se, which does not mount/store on 
any computer-readable medium; therefore, these claims are rejected for non- statutory basis. 



Claim Rejections - 35 USC § 101 



• 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1. Claims 1, 3-4, 7-8, 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Hagiuda (U.S. 5953008), and to Ito et al's admission of prior art (U.S. 6453071), 

Regarding claim 1, Hagiuda discloses a print designating method, comprising the step of: 

(1) storing (stores via main storage memory, Fig. 4), in a print designation file (image file as a 
source file, col 4, lines 29-41 and col. 6, lines 21-32) in a recording medium in which a file 
including image data (amount of image data, col. 6, lines 21-32) is stored, print designating 
information to designate an image to be printed stored in the recording medium, wherein the 
print designating information includes: 

(2) file specifying information for specifying a subject file including the image (col. 6, lines 21- 
32) to be printed; 

(3) and file type identifying information for identifying (identifies by MPU, col. 6, lines 21-32) 
whether the subject file is a moving image file or a still image file, wherein if the subject file is 
the moving image file, the print designating information further includes scene specifying 
information for specifying a subject scene (thumbnail images, col. 4, lines 29-41 and col. 6, lines 



33-41). 
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However, Hagiuda does not explicitly disclose, wherein the selected scenes of a moving 
images are to be printed by a printer. 

Ito's admission of prior art, in the same field of endeavor for printing selected scenes of 
moving images, discloses the selected scenes of moving images are to be printed by the printer 
(col. 1, lines 54-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify Hagiuda as per teachings of Ito's admission of prior art because of 
the following reasons: (1) to provide an apparatus for editing moving images an excellent in 
terms of portability (Hagiuda, col. 11, lines 1-5); (2) to prevent errors in editing moving images 
operation (Hagiuda, col. 11, lines 14-25). 

Therefore, it would have been obvious to combine Hagiuda with Ito's admission of prior 
art to obtain the invention as specified in claim 1 . 

Regarding claim 3, Hagiuda further discloses the print designating method as defined in 
claim 1, wherein the file type identifying information includes a format type of the subject file 
(type of image file, col. 6, lines 21-32). 

Regarding claim 4, Hagiuda further discloses the print designating method as defined in 
claim 1, wherein the file type identifying information includes information directly indicating 
whether the subject file is the moving image file or the still image file (col. 6, lines 21-32). 

Regarding claim 7, Hagiuda further discloses the print designating method as defined in 
claim 1, wherein the scene specifying information includes a frame number (first scene of each 
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moving image file Fig. 5 & 8, col. 6, lines 21-32) specifying where a frame corresponding to the 
image data of the subject scene is in the moving image file. 

Regarding claim 8, Hagiuda further discloses the print designating method as defined in 
claim 1, wherein the scene specifying information includes start position (first scene of each 
moving image file, Fig. 5 and 8, col. 6, lines 21-32 and col. 2, lines 39-54) information of the 
image data of the subject scene in the moving image file. 

Regarding claim 15: Claim 15 recites the limitations that are included in claim 1; 
therefore, claim 15 is rejected for the same basis/rationale as described in claim 1 above. 

2. Claims 2, 5, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hagiuda (U.S. 5953008), Ito et al's admission of prior art (U.S. 6453071) as applied to claim 1 
above, and further in view of Hatori (U.S. 6553382) 

Regarding claim 2, the combinations of Hagiuda and Ito's admission of prior art as 
applied to claim 1 above, do not disclose explicitly, wherein the file specifying information 
includes at least one of a path indicating a storage location of the subject file and a file number of 
the subject file. 
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Hatori, in the same field of endeavor for file specifying information, discloses the file 
specifying information includes at least one of a path indicating a storage location (storage 
location, Fig. 16) of the subject file and a file number (file name, Fig. 16) of the subject file. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify Hagiuda and Ito's admission of prior art as per teachings of Hatori 
because of the following reasons: (1) to provide an apparatus for editing moving images an 
excellent in terms of portability (Hagiuda, col. 11, lines 1-5); (2) to prevent errors in editing 
moving images operation (Hagiuda, col. 11, lines 14-25). 

Therefore, it would have been obvious to combine Hagiuda and Ito's admission of prior 
art with Hatori to obtain the invention as specified in claim 2. 

Regarding claim 5, Hatori further discloses the file type identifying information includes 
an extension (".tif ', Fig. 16) of a file name of the subject file. 

Regarding claim 6, Hatori further discloses the file type identifying information includes 
file type information indicating a file type of the subject file, the file type information being 
included as initial letters (trip.bmp, Fig. 16) of a file name of the subject file. 

3. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hagiuda 
(U.S. 5953008), Ito et al's admission of prior art (U.S. 6453071) as applied to claim 8 above, and 
further in view of Fukushima et al (U.S. 6295086). 
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Regarding claim 9, the combinations of Hagiuda and Ito's admission of prior art as 
applied to claim 8 above, do not disclose explicitly, wherein the scene specifying information 
includes start position information of the image data of the subject scene in the moving image 
file. 

Fukushima, in the same field of endeavor for scene specifying information, discloses start 
position information includes an offset address (data offset, Fig. 1 IB, col. 2, lines 1-18 and col. 
14, lines 8-33) from one of a top of the moving image file and a bottom of a header of the 
moving image file. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Hagiuda and Ito's admission of prior art as per teachings of Fukushima 
because of the following reasons: (1) to provide an apparatus for editing moving images an 
excellent in terms of portability (Hagiuda, col. 11, lines 1-5); (2) to prevent errors in editing 
moving images operation (Hagiuda, col. 11, lines 14-25). 

Therefore, it would have been obvious to combine Hagiuda and Ito's admission of prior 
art with Fukushima to obtain the invention as specified in claim 9. 

Regarding claim 10, Fukushima further discloses wherein the scene specifying 
information further includes information indicating a length (frame size, col. 6, lines 28-42 and 
col. 10, lines 24-42) of the image data of the subject scene. 

4. Claims 11 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hagiuda (U.S. 5953008), and to Ito et al's admission of prior art (U.S. 6453071). 
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Regarding claim 11, Hagiuda discloses a method for designated with print designation 
information stored in a print designation file in a recording medium in which a file including 
image data is stored (stores via main storage memory, Fig. 4), 

(1) wherein the print designating information includes: file specifying information for 
specifying a subject file including the image to be printed (image file as a source file, col. 4, lines 
29-41 and col. 6, lines 21-32); 

(2) and file type identifying information for identifying whether the subject file is a 
moving image file or a still image file (identifies by MPU, col. 6, lines 21-32), 

(3) wherein if the subject file is the moving image file, the print designating information 
further includes scene specifying information for specifying a subject scene to be printed in the 
moving image file (thumbnail images, col. 4, lines 29-41 and col. 6, lines 33-41); 

(4) reading (reading unit, Fig. 2) the subject file from the recording medium in 
accordance with the file specifying information; and 

(5) determining whether the subject file is the still image file or the moving image file in 
accordance with the file type identifying information (col. 6, lines 21-32); 

However, Hagiuda does not explicitly disclose, wherein the taking the image data out of 
the subject scene in the moving image file in accordance with the scene specifying information; 
and printing the image data of the subject scene. 

Ito's admission of prior art, in the same field of endeavor for printing selected scenes of 
moving images and still images, discloses the selected scenes of moving images and/or still 
images are to be printed by the printer (col. 1, lines 54-67). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Hagiuda as per teachings of Ito's admission of prior art because of the 
following reasons: (1) to provide an apparatus for editing moving images an excellent in terms of 
portability (Hagiuda, col 1 1, lines 1-5); (2) to prevent errors in editing moving images operation 
(Hagiuda, col. 11, lines 14-25). 

Therefore, it would have been obvious to combine Hagiuda with Ito's admission of prior 
art to obtain the invention as specified in claim 1 1 . 

Regarding claim 17: Claim 17 is the process step claim corresponding to the method 
claim 1 1 above. The above rejection rationale/basis from claim 1 1 above also teach claim 17. 

5. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hagiuda 
(U.S. 5953008), and to Ito et al and Ito's admission of prior art (U.S. 6453071). 

Regarding claim 12, Hagiuda discloses a designating device, comprising: a print 
designation file preparing device which stores, in a print designation file in a recording medium 
(Recording medium, Fig, 4) in which a file including image data is stored (image file as a source 
file, col. 4, lines 29-41 and col. 6, lines 21-32), print designating information to designate an 
image to be printed stored in the recording medium, wherein the print designating information 
includes: file type identifying information for identifying (identifies by MPU, col. 6, lines 21-32) 
whether the subject file is a moving image file or a still image file, wherein if the subject file is 
the moving image file, the print designating information further includes scene specifying 
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information for specifying a subject scene (thumbnail images, col. 4, lines 29-41 and col. 6, lines 
33-41) to be printed in the moving image file. 

However, Hagiuda does not explicitly disclose, wherein the selected scenes of a moving 
images are to be printed by a printer. 

Ito's admission of prior art, in the same field of endeavor for printing selected scenes of 
moving images, discloses the selected scenes of moving images are to be printed by the printer 
(col. 1, lines 54-67). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Hagiuda as per teachings of Ito's admission of prior art because of the 
following reasons: (1) to provide an apparatus for editing moving images an excellent in terms of 
portability (Hagiuda, col. 1 1, lines 1-5); (2) to prevent errors in editing moving images operation 
(Hagiuda, col. 11, lines 14-25). 

Therefore, it would have been obvious to combine Hagiuda with Ito's admission of prior 
art to obtain the invention as specified in claim 12. 

Regarding claim 13, Ito further discloses the print designating device as defined in claim 
12, wherein: the print designating device comprises an electronic camera (ref 201, Fig. 2 and 18, 
col. 15, lines 26-67) comprising an imaging device and a recording device which encodes and 
stores image data obtained through the imaging device in the recording medium; and the 
electronic camera stores (memory unit, Fig. 18, col. 15, lines 26-67) the file including the image 
data and the print designation file in the recording medium. 
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6. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hagiuda (U.S. 
5953008), and to Ito et al and Ito's admission of prior art (U.S. 6453071). 
Haguida discloses: 

(1) file specifying information for specifying a subject file including the image to be printed (col. 
6, lines 21-32); 

(2) and file type identifying information for identifying whether the subject file is a moving 
image file or a still image file, wherein if the subject file is the moving image file, the print 
designating information further includes scene specifying information for specifying a subject 
scene to be printed in the moving image file (col. 6, lines 21-32); 

(3) a file type determining device (MPU, col. 6, lines 21-32) which determines whether the 
subject file is the still image file or the moving image file in accordance with the file type 
identifying information in the print designation file; and a print controlling device, wherein if the 
subject file is determined as the still image file by the file type determining device; 

(4) a subject file reading device which reads the subject file from the recording medium in 
accordance with the file specifying information in the print designation file (MPU, col. 6, lines 
21-32). 

(5) a print designation file reading device (reading unit, Fig. 1) which reads the print designation 
file in the recording medium; 

However, Hagiuda does not explicitly disclose, a printing device for printing an image 
designated with print designating information stored in a print designation file in a recording 
medium in which a file including image data is stored, wherein the print designating information 
includes: the printing device comprises: the print controlling device executes printing of the 
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image data in the subject file, wherein if the subject file is determined as the moving image file 
by the file type determining device, the print controlling device reads the scene specifying 
information in the print designation file, takes the image data out of the subject scene in the 
moving image file in accordance with the scene specifying information, and executes printing of 
the image data of the subject scene. 

Ito and Ito's admission of prior art, in the same field of endeavor for printing 
selected scenes of moving images, discloses a printing device (printer, Fig. 18) for printing an 
image designated with print designating information stored in a print designation file in a 
recording medium in which a file including image data is stored, wherein the print designating 
information includes: the printing device comprises: the print controlling device (printer 
controller, Fig. 18) executes printing of the image data in the subject file, wherein if the subject 
file is determined as the moving image file by the file type determining device, the print 
controlling device reads the scene specifying information in the print designation file, takes the 
image data out of the subject scene in the moving image file in accordance with the scene 
specifying information, and executes printing of the image data of the subject scene (col. 1, lines 
54-67). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Hagiuda as per teachings of Ito's admission of prior art because of the 
following reasons: (1) to provide an apparatus for editing moving images an excellent in terms of 
portability (Hagiuda, col 11, lines 1-5); (2) to prevent errors in editing moving images operation 
(Hagiuda, col. 11, lines 14-25). 
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Therefore, it would have been obvious to combine Hagiuda with Ito's admission of prior 
art to obtain the invention as specified in claim 14. 

7. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hagiuda (U.S. 
5953008), and to Ito et al's admission of prior art (U.S. 6453071) as applied to claim 1 1 above, 
and further in view of Pearlman et al. (US patent 5,764,807). 

The combinations of Hagiuda and Ito et al's admission of prior art, as discussed above in 
claim 11, teaches the corresponding method 11. However, combinations of Hagiuda and Ito et 
al's admission of prior art do not explicitly teach an a program recording medium (a computer 
readable medium) as recited in the claims. 

Pearlman teaches a program recording medium (a computer program product) comprising 
a computer readable medium and a computer program (Column 2, lines 47-53) 

It is desirable to make a processing method portable from a computer to another 
computer. It would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to store the processing steps of the method taught by combinations of Hagiuda and Ito 
et al's admission of prior art in a computer readable medium taught by Pearlman, because the 
combination makes the processing method portable and therefore increase its application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L Pham whose telephone number is (703) 305-1897. The 
examiner can normally be reached on M-F (8:30 AM - 5:00 PM). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K Moore can be reached on (703)308-7452. The fax phone number for the 
organization where this application or proceeding is assigned is (703)308-5397. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)305-3900. 
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